
Australasian
Compliance
Institute

Trade Mark ~nfr~ngement

on ~nternationalWebsites:
Position of Australian
Courts

tJ
m
"­

-I-'
(j)

...0
m

Over the past decades, advances in technology and e-commerce have not only fundamentally changed

traditional business models, but have also brought about new challenges to traditional intellectual property

laws, including trade mark law. The area of trade marks is an important part of traditional intellectual

property rights and has played an increasingly important role in the creation and accumulation of business

fortunes. This is particularly true in the current digital environment. The development of the digital

economy and e-commerce has significantly opened market niches, and made domestic products accessible

to consumers worldwide. This has also significantly facilitated and enhanced the international use of

trade marks, and brings profits for trade mark owners internationaJly. This article provides an overview of

Australia's online trade mark legislation and explores potential legal risks for foreign investors who may

infringe Australian trade marks through the internet. It further prov'ldes some specifiC suggestions for

foreign traders to avoid potential litigation on online trade mark infringement in Australia.

Introduction
Over the past decades, the rapid development of
technology, and particularly digital technology, has
significantly enhanced e-commerce and globalisation. As
many commentators have observed, the current form of
globalisation is a 'technology-based globalisation' (Toth,
2004, p. 81). Thomas Friedman, in his recent book The
World ;s Flat (Friedman, 2006), summarised 10 'flatteners'
that play important roles in 'flattening' the world and
accelerating globaHsation, and at least seven of them
are technological trends (Drum, 2005). Advances in
technology and e-commerce have not only fundamentally
changed the rules of information distribution and
traditional business models, but have also brought about
new challenges to traditional IP laws, including trade mark
law. Trade mark protection is an important traditional
IP right and has played an increasingly important role
in the creation and accumulation of business fortunes
and the enhancement of economic growth. This is
particularly true in the current digital environment. The
development of the digital economy and e-commerce has
significantly opened market niches, and made domestic

products accessible to consumers worldwide. It has also
significantly facilitated and enhanced the international use
of trade marks and brought profits for trade mark owners
internationally.

This article provides an overview of Australia's online
trade mark legislation and explores potential legal risks
for foreign investors who may infringe Australian trade
marks through the internet. It will particularly examine
the question of whether a trade mark that appears on an
international website may infringe a trade mark registered
in Australia in certain circumstances. It will first examine
the impacts of digital technology on traditional business
models and traditional trade mark laws and explore some
general situations in which online trade mark infringement
may be found. It will then examine how the traditional
trade mark laws and common law passing off rules
address these issues. After that, the article will focus on
the decisions of the Australian courts in Ward Group Pty
Ltd v Brodie & Stone Pic [2005] and some relevant cases
in other jurisdictions. It will examine how the UK and US
courts address online trade mark infringement issues,
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